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5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-5.7.8.12.13 and 15 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-5,7,8,12,13 and 15 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In claims 1 ,7,12 and 13, it is not clear to the examiner from the claim, which 
plane the articulation takes place in. Furthermore, in claim 1 and 12 ad-fefm the 
drawings it appears that the plane of movement is coaxial and not bisecting the axis of 
the longitudinal shaft. Applicant should consider defining the plane of movement in the 
independent claims. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-3,5-8,12 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Green (US 5,312,023) in view of Bolanos et al (US 5,575,799). 

In regard to claim 1 , Green discloses the invention substantially as claimed 
including a surgical instrument comprised of a frame 52 with a handle portion attached 
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shaft in the form of elongated portion 54, and providing actuating and articulating 
motion, firing member 96 supported in the frame, means for rotation and actuation, end 
effector 58, distally and pivotally attached to the frame for articulation and responsive to 
actuation and an planetary gear train articulation mechanism 792 and 798 (see Figs. 
52-54, 63, 64 and C20,L51 - C24.L48). What Green does not disclose is the use of a 
spur gear and a mating gear section to articulate the end effector. However, Bolanos 
teaches that it is old and well known in the art of surgical tools to provide a shaft 103, 
with an articulation drive tube 40, and an articulation mechanism comprised of gear with 
teeth 41 , engaging teeth 34 of a bevel gear mounted on the end effector 105, and 
aligned in an arc and equidistant form the pivotal axis of the end effector for the purpose 
of articulating a surgical tool (see Figs. 2,3 and C4,L24-57). Furthermore, while 
Bolanos teaches the use and layout of the gears which are reversed from the 
applicant's invention, it has been held that mere reversal of parts of the working device 
of an invention requires only routine skill in the art. In re Einstein, 8 USPQ 167. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have provided the invention of Green with the 
alternative means of articulation as taught by Bolanos for the purpose of articulating a 
surgical tool. 

In regard to claim 2, Green discloses the invention substantially as claimed 
including a stapling and severing mechanism comprised of cam bars 286, 290 and knife 
240, operated from the handle portion (see Figs 20, 21 and C1 1,L6-67). 
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In regard to claims 3 and 5, Green discloses the invention substantially as 
claimed including a closure in the form of anvil 715, coupled to end effector 706, firing 
bar 732, supported by support 730, articulation drive tube 710 and pivoting means 
comprised of planetary gear set 781 , for converting rotational motion to articulating 
motion (see Figs. 52-54, 63, 64 and C20,L51 - C24,L48). 

In regard to claims 6 and 8, Green discloses the invention as claimed including a 
planetary gear set combination to articulate the end effector (see Figs. 52-54, 63, 64 
and C20,L51 - C24,L48). What Green does not disclose is the use of a spur gear and 
bevel gear combination to articulate the end effector. However, Bolanos teaches that it 
is old and well known in the art of surgical tools to provide a shaft 103, with an 
articulation drive tube 40, and an articulation mechanism comprised of spur gear with 
teeth 41 , engaging teeth 34 of the end effector 1 05 for the purpose of articulating a 
surgical tool (see Figs. 2,3 and C4,L24-57). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have provided the invention of Green with the 
alternative means of articulation as taught by Bolanos for the purpose of articulating a 
surgical tool. 

In regards to claim 12 , Green discloses the invention as claimed including 
handle portion 52, with means for rotation and actuation, a shaft in the form of 
elongated portion 54, acting as a frame and articulation drive tube, end effector 58 and 
pivoting means comprised of planetary gear set 781 , for converting rotational motion to 
articulating motion (see Figs. 52-54, 63, 64 and C20,L51 - C24,L48). What Green does 
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not disclose is the use of a spur gear and bevel gear combination to articulate the end 
effector. However, Bolanos teaches that it is old and well known in the art of surgical 
tools to provide a shaft 103, with an articulation drive tube 40, and an articulation 
mechanism comprised of spur gear with teeth 41 , engaging teeth 34 of the end effector 
105 for the purpose of articulating a surgical tool (see Figs. 2,3 and C4,L24-57). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have provided the invention of Green with the 
alternative means of articulation as taught by Bolanos for the purpose of articulating a 
surgical tool. 

In regard to claim 15, the modified invention of Green discloses the use of a spur 
gear with straight teeth 41 . What the modified invention of Green does not specifically 
disclose is the use of a beveled spur gear. However, the examiner takes Official Notice 
that it would have been a matter of design choice to provide a beveled spur gear in lieu 
of a straight-toothed spur gear for the purpose of articulating a tool. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have provided the invention of Green with the 
alternative bevel gear arrangement for the purpose of articulating a tool. 
5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Green 
and Bolanos in further view of McGarry et al (US 5,289,963). 

The modified invention of Green discloses the invention as claimed as applied to 
claims 1-3 above, except for the use of projected posts to join the end effector with the 
tool. However, McGarry teaches that it is old and well known in the art of surgical tools 
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to provide tabs (no number given, but next to reference number 89 in figure 15) 
mounted on end effector 16a and tabs (no number given, but next to reference number 
76 in figure 15) mounted on a tool side 14 for the purpose of joining an end effector to a 
tool (see Fig. 15). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have provided the modified invention of Green with 
the mounting means as taught by McGarry for the purpose of joining an end effector to 
a tool . 

Allowable Subject Matter 

6. Claims 7 and 13 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

The new rejection under 35 U.S.C. § 112, 2 nd paragraph of claims 7 and 13 is a 
result of reconsideration of the layout and proper definition of the articulation planes as 
described above. 

Response to Arguments 

7. Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection and in light of the amendments to the 
claims. 
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Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Durand whose telephone number is 571-272-4459. 
The examiner can normally be reached on 0730-1800, Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi I. Rada can be reached on 571-272-4467. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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« 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Paul Durand ^ 



August 17, 2005 




EUGENE KIM 
PRIMARY EXAMINER 



